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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Suzuki 
et al. (U.S. Patent 7,108,820). Suzuki et al., hereafter "Suzuki," show that it is known to 
carry out a method for producing an injection molded article (Column 2, line 48), 
comprising the steps of forming pellets of a coated substance after impregnating a 
natural fiber in a lactic acid based resin by drawing (Column 2, lines 60-67; Column 3, 
lines 1-2; Column 9, lines 56-66; note that drawing takes place during the kneading and 
extruding steps), and forming an injection molded article from the pellets obtained after 
the kneading (Column 9, lines 66-67; Column 10, lines 1-2). Suzuki does not show an 
step of adding an additional portion of lactic acid. However, mere duplication has no 
patentable significance unless a new or unexpected result is produced (MPEP 
2144.04(VI)(B)). Therefore, It would have been prima facie obvious to one of ordinary 
skill in the art at the time the invention was made to use an additional portion of lactic 
acid in the kneading process of Suzuki in order to increase the concentration of lactic 
acid in the final composition of the pellet to satisfy end-use consumer specifications. 

Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Suzuki, in view of Shiraishi etal. (U.S. Patent 6,124,384). 

Regarding Claim 1 , Suzuki shows that it is known to have an injection molded 
article (Abstract), comprising a resin composition comprising a lactic acid based resin 
containing an L-lactic acid:D-lactic acid ratio of 100:0 to 97:3 (Column 4, lines 10-14), 
and a natural fiber (Column 4, lines 34-40), wherein the resin composition contains the 
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lactic acid based resin and the natural fiber in a mass ratio of 99:1 to 70:30 (Column 4, 
lines 53-57). Suzuki does not show the contents of the natural fiber. Shiraishi shows 
that it is known to create an injection molding composition that contains lactic acid and a 
natural fiber that contains 40 mass% to 60 mass% of cellulose and 10 mass% to 30 
mass% of lignin (Column 5, lines 58-61 ; Column 6, lines 40-55; Column 9, lines 22-25; 
note that bamboo and bagasse are known natural fibers that meet the claimed fiber 
composition). It would have been prima facie obvious to one of ordinary skill in the art 
at the time the invention was made to use Shiraishi's natural fiber as the fiber in 
Suzuki's molding process in order to make the article biodegradable (See Shiraishi, 
Column 2, lines 44-53). 

Regarding Claims 2-3, Suzuki shows the article as claimed as discussed in the 
rejection of Claim 1 above, but he does not show the particular physical properties that 
are claimed. However, Suzuki and Shiraishi teach all of the claimed ingredients, and 
thus, the claimed effects and physical properties would be implicitly achieved by using 
the claimed composition. If it is applicant's position that this would not be the case, (1 ) 
evidence would need to be presented to support applicant's position, and (2) it would be 
the examiner's position that the application contains inadequate disclosure in that there 
is no teaching as to how to obtain the claimed properties and effects by using only the 
claimed composition. 

Regarding Claims 4-5, Suzuki shows the article as claimed as discussed in the 
rejection of Claim 1 above, including an article made of lactic acid based resin and a 
natural fiber (Column 2, lines 18-20, 65-67; note that this is product by process claim 
which is not limited to the manipulation of the recited steps, only the structure implied by 
the steps (MPEP 2113)), meeting applicant's claim. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MONICA A. HUSON whose telephone number is 
(571 )272-1 1 98. The examiner can normally be reached on Monday-Friday 7:00am- 
4:00pm. 



Application/Control Number: 10/566,818 
Art Unit: 1791 



Page 4 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Johnson can be reached on 571-272-1 176. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Monica A Huson 
Primary Examiner 
Art Unit 1791 

/Monica A Huson/ 

Primary Examiner, Art Unit 1791 



